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Certificate of Interest

Counsel for Plaintiffs—Appellants Gilbert P. Hyatt and the American

Association for Equitable Treatment, Inc., certifies the following:

1.

The full names of every party represented by me are Gilbert P. Hyatt and
the American Association for Equitable Treatment, Inc.

The real parties in interest are named.

. American Association for Equitable Treatment, Inc., is not a publicly

traded corporation, and no publicly held corporation owns 10 percent or
more of the American Association for Equitable Treatment, Inc.

The names of all firms and the partners or associates that appeared for
the parties now represented by me in the trial court or that are expected
to appear in this Court are:

Baker & Hostetler LLP: Andrew M. Grossman, Mark W. DeLaquil
Hutchison & Steffen, LLC: Mark A. Hutchison, Robert T. Stewart

Dated: November 7, 2018 /s/ Andrew M. Grossman

Andrew M. Grossman
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Statement of Counsel Pursuant to Circuit Rule 35(b)

Based on my professional judgment, I believe the panel decision is
contrary to the following decision of the Supreme Court of the United States
and precedents of this Court and its predecessor: U.S. ex rel. Steinmetz v. Allen,
192 U.S. 543 (1904); In re Leithem, 661 F.3d 1316 (Fed. Cir. 2011); Inre
McDaniel, 293 F.3d 1379 (Fed. Cir. 2002); In re Hengehold, 440 F.2d 1395
(C.C.P.A. 1971).

Based on my professional judgment, I believe this appeal requires an
answer to the following precedent-setting question of exceptional importance:
Whether the Patent Act permits an examiner to block an applicant’s appeal of

a second rejection from proceeding to the Patent Trial and Appeal Board.

/s/ Andrew M. Grossman
Andrew M. Grossman

Attorney of Record for Appellants
Gilbert P. Hyatt and American
Association for Equitable Treatment, Inc.
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Introduction

The Patent Act provides applicants the right to obtain review by the
Patent Trial and Appeal Board following a second rejection. The Supreme
Court not only recognized that right but enforced it through mandamus in U.S.
ex rel. Steinmetz v. Allen, 192 U.S. 543 (1904), and decisions of this Court have
consistently recognized applicants’ right to obtain review of rejections. The
panel decision broke from a century of settled law to hold that the statutory
right of appeal to the Board is contingent on the Patent and Trademark Office
deciding not to reopen prosecution to enter additional rejections, a procedural
device found nowhere in the Act. The panel decision’s cursory analysis of the
Act’s appeal provisions addressed none of these contrary authorities and is at
odds with the statutory text—it has to mean something, after all, that appeal
rights vest at a specific time, following a second rejection, irrespective of
whether the PTO might wish to enter a third or subsequent rejection before an
applicant can obtain Board review.

The result of that decision is to sanction, for the first time ever, a
procedural device that the PTO has increasingly employed in recent years to
defeat applicants’ statutory appeal right. The PTO complied with Steinmetz for
over a century, grudgingly honoring applicants’ desire to proceed with appeals
even when examiners proposed reopening prosecution to enter additional
rejections. Only in 2005, having by all indications forgotten about Steinmetz’s
rule, did it reverse course and empower examiners to terminate appeals by

reopening prosecution. Since then, its use of that device has exploded, with the

2
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PTO terminating appeals in approximately 15 percent of cases where an appeal
brief has been filed and in as many as 24 percent of cases in certain technology
groups.! That policy imposes untold costs, burdens, and delays on thousands
of applicants every year, as well as indefinitely delaying their right to obtain
judicial review, particularly where the PTO has terminated multiple appeals in
a single application. As one practitioner put it, “They only have to do it a few
times before they wear the applicant down and they give up.”?

That is not what Congress intended when it gave applicants a right to
appeal adverse decisions. It is at odds with governing legal authority. And it is
subject to abuse, such as when the PTO terminated 80 appeals, some of which
had been pending for nearly a decade, filed and briefed by Plaintiff~Appellant
Gilbert P. Hyatt. Rehearing is warranted to enforce Supreme Court and Circuit
precedent and to resolve a question of exceptional importance to the operation
of the patent system.

Background

The Patent Act provides that an applicant, upon the second rejection of a
claim by a patent examiner, “may appeal from the decision of the primary
examiner to the Patent Trial and Appeal Board.” 35 U.S.C. § 134(a). The

Board, in turn, “shall...on written appeal of an applicant, review adverse

! Matthew Bultman, Fed. Circ. Preserves Rule Inventors Say Can Be a Burden,
Law360, Oct. 5, 2018, https://www.law360.com/1p/articles/1089917/fed-
circ-preserves-rule-inventors-say-can-be-a-burden [hereinafter “Bultman”].

21d.
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decisions of examiners upon applications for patents pursuant to section
134(a).” Id. at § 6(b). The Board’s decision then provides the gateway to
judicial review. Id. at §§ 141, 145.

Until 2005, the PTO recognized the right of an applicant to maintain an
appeal. In the typical appeal, after an applicant files an appeal brief, the
examiner files an Examiner’s Answer, which allows the appeal to proceed to
the Board. For years, agency procedures permitted the examiner, instead of
filing an Examiner’s Answer, to reopen prosecution to enter a new ground of
rejection, but those procedures also permitted the applicant to choose to press
forward with the appeal. Manual of Patent Examining Procedure § 1208.02
(Aug. 2001). In 2005, the PTO revised its procedures to deny applicants that
right. MPEP § 1207.04 (Aug. 2005). Since then, it has significantly broadened
the circumstances in which an examiner may reopen prosecution and thereby
terminate an appeal. See MPEP § 1207.04 (Mar. 2014).

After the PTO employed that procedure to defeat 80 of his appeals, Mr.
Hyatt filed a rulemaking petition arguing that it was unlawful and demanding
that the PTO either repeal it or declare it unenforceable. The PTO denied that
petition and a subsequent petition to the then-Acting Director of the PTO. Mr.
Hyatt and the American Association for Equitable Treatment, of which Mr.
Hyatt is a member, then filed suit challenging the petition denials under the
Administrative Procedure Act. After the district court found that it lacked

subject matter jurisdiction, they appealed.
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The panel, having determined that jurisdiction was proper, denied their
challenge on the merits. In a page-and-a-half of reasoning, it concluded that,
just like paying the appeal fee required by statute, “an examiner’s decision not
to reopen prosecution is another condition that must be satisfied before an
appeal reaches the Board.” Addendum-16. If an applicant believes that the
PTO is abusing that authority, it concluded, he can wait a few years and file an
undue-delay suit. Id. at 17.

Reasons for Granting Rehearing

I. The Panel Decision Is Contrary to the Supreme Court Precedent
Steinmetz v. Allen and the Patent Act

Although not apparent from the panel decision itself, the panel was not
writing on a blank slate. In U.S. ex rel. Steinmetz v. Allen, 192 U.S. 543 (1904),
the Supreme Court held that, under the predecessors to Sections 6(b) and

455

134(a), an applicant who received “‘a second final rejection’ of his claims” had
a statutory right to have his appeal proceed to the Board and that an examiner
therefore could not refuse to file an Examiner’s Answer so as to defeat the

appeal. Id. at 547, 565.% “It was the duty of the primary examiner...to grant an
appeal. It was the duty of the Commissioner to compel the appeal.” Id. at 565.

Those “ministerial” duties are “rights which the statutes confer on inventors,”

enforceable through mandamus. Id. at 563, 565—66.

3 There is no relevant distinction between the provisions then in force (quoted
in Steinmetz) and Sections 6(b) and 134(a). See In re Hengehold, 440 F.2d 1395,
1401 n.9 (C.C.P.A. 1971).
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Steinmetz confirms that, contrary to the panel decision, applicants have a
statutory right to obtain Board review that cannot be defeated by the PTO’s
unilateral decision to block an appeal from proceeding. Accord Svenson v. Coe,
69 App.D.C. 359, 360 (1938) (describing Steinmetz as a mandamus case in
which “the Patent Office had refused to permit an appeal which was expressly
authorized by statute”); U.S. ex rel. Dunkley Co. v. Ewing, 42 App.D.C. 176,
178-79 (1914) (describing how, in Steinmetz, mandamus laid when “the
Primary Examiner had declined to forward an appeal prayed by the petitioner
to the [Board] to review the ruling of the Examiner”); Frasch v. Moore, 211 U.S.
1, 2 (1908) (similar); see also 60 Am. Jur. 2d Patents § 467 (citing Steinmetz)
(“Mandamus will lie...to compel the Director to require an examiner to
forward an appeal to the Board.”); 27 A.L.R. Fed. 2d 151 § 13 (2008)
(“[M]andamus lies to compel the Commissioner of Patents to require the
primary patent examiner to forward to the [Board], the appeal to which an
inventor 1s entitled”); 9 Encyclopedia of U.S. Supreme Court Reporters 215
(1910) (describing Steinmetz as holding that a second rejection renders “the
petitioner thereby entitled to an appeal under the patent laws to the board”).

Steinmetz’s holding is compelled by the Act. Today, as in Steinmetz’s
day,* the Act provides that the right to appeal vests when “any of [the

applicant’s] claims has been twice rejected,” 35 U.S.C. § 134(a). See also In re

4 Revised Statute 4909, in effect at the time, provided: “Every applicant for a
patent, any of the claims of which have been twice rejected..., may appeal
from the decision of the primary examiner...to the board of examiners-in-
chief.” 192 U.S. at 563 (quoting statute).

6
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Webb, 916 F.2d 1553, 1556 (Fed. Cir. 1990) (recognizing that “an examiner’s
final [i.e., second] rejection...precipitates the statutory right to appeal to the
Board”). That feature, in particular, precludes the panel decision’s statutory
interpretation that an applicant has no right to obtain Board review of an
examiner’s adverse decision on second rejection because the examiner may,
instead of allowing an appeal to proceed to the Board, reopen prosecution to
enter a third, fourth, or even later rejection. So does Congress’s use of the word
“appeal,” which means more than just filing a piece of paper labeled “appeal”
that the PTO may choose to observe or disregard at its pleasure. See, e.g., Jones
v. Brown, 41 F.3d 634, 638 (Fed. Cir. 1994) (“‘Appeal’ means a ‘[r]esort to a
superior (i.e. appellate) court to review the decision of an inferior (7.e. trial)
court or administrative agency.’”).> And, here, Congress specifically provided
that the “Board shall...on written appeal of an applicant, review adverse
decisions of examiners.” 35 U.S.C. § 6(b). It is therefore not enough that, as
the panel reasoned (at 17), the PTO may permit some other “written appeal”

in the future to proceed to the Board.

> As Justice Story observed, it has always meant that: “Appeal, (‘appellatio’ in
the civil law), is defined ‘ab inferioris judicis sententid ad superiorem
provocate:’ the removal of a cause from the sentence of an inferior to a
superior judge (Calvin. Lex. ‘Appellatio’; Shep. Abr. ‘Appeal’); or as
Blackstone has expressed it (4 Bl. Comm. 312), a complaint to a superior court
of an injustice done by an inferior one. Calvinus, in his Lexicon, has collected
the definitions given by many learned civilians; but they all resolve themselves
into the above.” United States v. Wonson, 28 F. Cas. 745, 748 (C.C.D. Mass.
1812) (No. 16,750).
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After Steinmetz, this issue was settled for over a century, until the PTO
reversed course in 2005. This is the first case since to challenge its authority to
do so. The panel decision’s holding that the PTO is under no obligation to
allow an appeal to proceed to the Board is precisely contrary to Steinmetz and

the Act. It therefore warrants rehearing.

II. The Panel Decision Is Contrary To Longstanding Precedents of This
Court Recognizing that the Act Confers a Meaningful Right of Appeal

This Court and its predecessor have expressly recognized the Board’s
obligation to review examiner rejections and applicants’ commensurate right to
such review. In re McDaniel holds that “[t]he applicant has the right to have
each of the grounds of rejection relied on by the Examiner reviewed
independently by the Board under 35 U.S.C. § 6(b).” 293 F.3d 1379, 1384
(Fed. Cir. 2002). For that reason, the Court found that the Board erred when it
selected as a representative claim one that had been denied on different
grounds than others it purportedly represented. Id. Likewise, In re Leithem
recognized that Section 6(b) “requires the Board to review, on appeal, adverse
decisions of the examiner. 35 U.S.C. § 6(b).” 661 F.3d 1316, 1319 (Fed. Cir.
2011). On that basis, it held that the applicant has a right to respond when the
Board relies upon a new ground of rejection. Id. at 1319-20.

This Court’s predecessor expressly recognized that the Act provides a
right of review in In re Hengehold, 440 F.2d 1395 (C.C.P.A. 1971), which
concerned whether the Board’s predecessor had jurisdiction to consider

examiner dispositions other than rejections (e.g., restriction requirements and

8
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divisions). The court read Section 6(b)’s predecessor and Section 134 in pari
materia to determine “what statutory rights of review an applicant has and thus
what kind of ‘adverse decisions’ of examiners are reviewable by the board on
appeal by applicants.” Id. at 1404 (emphasis added). It held that applicants
have a “statutory right[] of review” for “the rejection of claims,” but not for
other kinds of dispositions like restriction requirements and divisions. Id.

In short, these precedents recognize that the Board’s duty to review
examiner rejections is the mirror image of applicants’ right to obtain such
review. The panel decision, which declined to address them, holds to the

contrary, requiring rehearing.

III. This Appeal Presents a Question of Exceptional Importance

Irrespective of the panel decision’s conflicts with authority, rehearing is
warranted to address the exceptionally important question of when, if ever, a
patent applicant has the right to obtain Board review of examiner rejections
and ultimately final agency action subject to judicial review. The PTO’s
answer, as set out in MPEP 1207.04 and accepted by the panel decision, is that
such review is available only when the agency deigns to permit it. That
position 1s unsustainable, for the reasons discussed above. See supra § 1. It is
also a break from traditional norms of patent prosecution that imposes
significant burdens on applicants never sanctioned by Congress.

In the Patent Act, Congress struck the balance between administrative
flexibility and applicants’ legitimate interests in speed, economy, and definitive

adjudication of their substantive entitlement to the issuance of claims on
9
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patentable subject matter. It gave PTO examiners two bites at the apple—not
one, not three—to identify grounds for rejecting claims before an applicant
could obtain independent review from the Board, expressing its judgment
about how much back-and-forth examination is appropriate before an
applicant can obtain Board review. 35 U.S.C. § 134(a). It chose not to make
immediate exercise of that appeal right mandatory, recognizing that some
applicants would reasonably opt for further examination even following a
second rejection. Id. And it provided that an applicant dissatisfied with a Board
decision could obtain review from this Court or de novo adjudication from a
district court, expressing its view that applicants who have persisted through at
least two rejections and Board review should have the opportunity to seek
recourse from the courts, up to and including decisions requiring the issuance
of patents without any deference to the agency’s conclusions. 35 U.S.C. §§ 141,
145; Kappos v. Hyatt, 566 U.S. 431, 438 (2012).

The panel decision upsets that balance, derogating from the rights
Congress afforded applicants in favor of the PTO’s convenience. It permits the
PTO to draw out examination indefinitely, subjecting applicants to piecemeal
1dentification of new grounds for additional rounds of rejections beyond those
Congress required them to endure before obtaining review. It increases
pendency and delays independent review by the Board. And, in some cases, it
will push ultimate determination of applicants’ entitlement to patents years

into the future, by indefinitely delaying judicial review of PTO action.

10
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Whatever policy arguments there may be in favor of this new approach, it is
not the one that Congress wrought.

And it is injuring thousands of inventors every year. According to a
recent analysis, “prosecutions have been reopened in approximately 15 percent
of cases where an appeal brief has been filed. In 2017, there were roughly
15,800 appeal briefs; prosecution was reopened 2,200 times.” Bultman, supra.
Although the PTO has not published statistics on its use of that device, public
records reveal that the agency has, on thousands of occasions, terminated
multiple appeals in a single application.® For example, in Application Ser. No.
10/135,982, the PTO terminated three appeals beginning in 2007 to enter new
grounds of rejection before allowing the forth appeal to reach the Board. After
the Board reversed the examiner, the PTO reopened prosecution to enter
additional rejections on new grounds, necessitating the filing of yet another
appeal, which only recently (a decade after the initial abortive appeal) resulted
in allowance. In Applications Ser. Nos. 10/142,269 and 11/464,813, the PTO
terminated appeals in that manner five and six times, respectively, before the
applicants simply gave up and abandoned their applications. And in
Application Ser. No. 13/617,320, the PTO terminated three appeals, leading

the applicant to demonstrate in a subsequent petition that the new grounds of

¢ This conclusion is based on an analysis of data on published applications
compiled in LexisNexis PatentAdvisor database.

11
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rejection entered by the examiner were made “without even reading the appeal
brief.””

Even in less extreme circumstances, the PTO’s blocking appeals from
proceeding to the Board still forces applicants to shoulder the cost, burden, and
delay of fully briefing an appeal for decision only to be cast back into
prosecution to address new grounds of rejection. In cases where further
prosecution 1s warranted, applicants have every incentive to acquiesce to it,
just as they often did before the 2005 rule change. But in cases where they
disagree and would prefer to proceed to the Board, they are being deprived by
agency fiat of their right to do so and forced to suffer the consequences.

The most extreme of those consequences is the delay or practical denial
of judicial review, which can proceed only after the Board has had its say. The
panel decision’s statutory interpretation permits the PTO, by defeating appeals,
to deny patent applicants final agency action that they could challenge in
court. That cannot be reconciled with the “well-settled presumption favoring
interpretations of statutes that allow judicial review of administrative action.”
McNary v. Haitian Refugee Ctr., Inc., 498 U.S. 479, 496 (1991).

Last, but not least, is the impact on examination quality. The Act, by
providing for appeal as of right following a second rejection, strongly
incentivizes examiners to identify all relevant grounds of rejection by the

second rejection, when an examiner’s work becomes subject to Board review.

7 Petition, at 4, Ser. No. 13/617,320 (filed Nov. 20, 2017).
12
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By giving examiners discretion to undertake unlimited additional rounds of
rejections prior to Board review, the panel decision attenuates the
accountability function of Board review and undercuts the incentive for
examiners to complete quality examination in the first instance. That, in turn,
adversely affects examination for all applicants, not only those who appeal or
whose appeals are terminated. In this way, derogating from the Act’s appeal
structure undermines examination quality across the board.

In sum, the question presented by this appeal is exceptionally important
and warrants rehearing.

Conclusion

The Court should grant the Petition.

Dated: November 7, 2018 Respectfully submitted,

/s/ Andrew M. Grossman
ANDREW M. GROSSMAN
MARK W. DELAQUIL
BAKER & HOSTETLER LLP
1050 Connecticut Ave., N.-W.
Suite 1100
Washington, D.C. 20036
Telephone: (202) 861-1697
Facsimile: (202) 861-1783
agrossman@bakerlaw.com

Attorneys for Plaintiffs—Appellants

13
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Anited States Court of Appeals
for the ffederal Civcuit

GILBERT P. HYATT, AMERICAN ASSOCIATION
FOR EQUITABLE TREATMENT, INC.,
Plaintiffs-Appellants

V.

UNITED STATES PATENT AND TRADEMARK
OFFICE, ANDREI IANCU, IN HIS OFFICIAL
CAPACITY AS UNDER SECRETARY OF
COMMERCE FOR INTELLECTUAL PROPERTY
AND DIRECTOR OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE,
Defendants-Appellees

2017-1722

Appeal from the United States District Court for the
District of Nevada in No. 2:16-cv-01490-RCJ-PAL, Judge
Robert Clive Jones.

Decided: September 24, 2018

ANDREW M. GROSSMAN, Baker & Hostetler LLP,
Washington, DC, argued for plaintiffs-appellants. Also
represented by MARK W. DELAQUIL.

MoLLY R. SILFEN, Office of the Solicitor, United States
Patent and Trademark Office, Alexandria, VA, argued for
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2 HYATT v. PATO

defendants-appellees. Also represented by THOMAS W.
KRAUSE, ROBERT J. MCMANUS.

Before REYNA, WALLACH, and HUGHES, Circuit Judges.
HUGHES, Circuit Judge.

Gilbert Hyatt sued the United States Patent and
Trademark Office alleging that the PTO acted unlawfully
in denying his petition for rulemaking. Mr. Hyatt now
appeals from the district court’s grant of the PTO’s motion
for summary judgment and dismissal of his claims for
lack of subject matter jurisdiction. We reverse the district
court’s dismissal for lack of subject matter jurisdiction.
Because Mr. Hyatt’s claims are either time-barred or
reliant on mistaken statutory interpretation, however, we
affirm on alternate grounds the district court’s grant of
summary judgment.

I

Mr. Hyatt is the named inventor on more than 70 is-
sued patents and approximately 400 pending patent
applications, all of which were filed before June 8, 1995.
Due to Mr. Hyatt’s numerous amendments, those pending
applications contained approximately 115,000 total claims
as of August 2015. Each of these applications incorpo-
rates by reference, and claims priority from, numerous
previously-filed applications dating back to the early
1970s. In October 2012, the PTO dedicated twelve full-
time patent examiners to the sole task of examining Mr.
Hyatt’s applications. By 2015, that number had increased
to fourteen.

The PTO’s examination of these patents has proven
slow going. Beginning in the mid-2000s, the PTO started
issuing final rejections for some applications, prompting
Mr. Hyatt to appeal the rejections to the Patent Trial and
Appeal Board (PTAB). Upon an applicant’s filing of an

Addendum-2
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appeal brief before the Board, the patent examiner may
file an examiner’s answer setting forth the grounds on
which the patent was rejected or adding a new ground of
rejection. 37 C.F.R. § 41.39(a). But there is no statutory
or regulatory deadline for filing an answer. In
Mr. Hyatt’s case, the examiners never filed answers to his
briefs, which prevented the PTAB from acquiring jurisdic-
tion over his appeals. See 37 C.F.R. § 41.35(a).

In 2013, the PTO issued a series of formal office ac-
tions, called “Requirements,” intended to accelerate
examination of Mr. Hyatt’s claims. These Requirements
instructed Mr. Hyatt to limit the number of claims from
each patent family to 600 absent a showing that more
claims were necessary, identify the earliest possible
priority date and supporting disclosure for each selected
claim, and present a copy of the selected claims to the
PTO. Although Mr. Hyatt challenged the PTO’s authority
to 1ssue these Requirements, we held that the special
circumstances of Mr. Hyatt’s applications justified the
unique disclosure requirements. Hyatt v. U.S. Patent &
Trademark Office, 797 F.3d 1374, 1385 (Fed. Cir. 2015).
Following issuance of the Requirements, the PTO reo-
pened prosecution of 80 applications that its examiners
had previously rejected.

In February 2014, Mr. Hyatt responded to the reopen-
ing of his 80 applications with a suit in the U.S. District
Court for the District of Nevada alleging the PTO unrea-
sonably delayed examination of his applications by reo-
pening prosecution rather than letting the PTAB hear his
appeals. See Hyatt v. U.S. Patent & Trademark Office,
No. 2:14-CV-00311-LDG, 2014 WL 4829538, at *1 (D.
Nev. Sept. 30, 2014). The Nevada district court deter-
mined that it lacked jurisdiction over Mr. Hyatt’s claims
and transferred his case to the U.S. District Court for the
Eastern District of Virginia. Id. In November 2015, the
Eastern Virginia district court granted summary judg-
ment for the PTO. Hyatt v. U.S. Patent & Trademark

Addendum-3
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Office, 146 F. Supp. 3d 771, 787 (E.D. Va. 2015).
Mr. Hyatt did not appeal the court’s decision.

While his unreasonable delay case was pending before
the Nevada district court, Mr. Hyatt filed a petition for
rulemaking with the PTO pursuant to 5 U.S.C. § 553(e).
His petition requested that the PTO either promulgate a
rule repealing Manual of Patent Examining Procedure
(MPEP) § 1207.04 or declare that MPEP provision unen-
forceable. Section 1207.04 describes an examiner’s ability
to, “with approval from the supervisory patent examiner,
reopen prosecution to enter a new ground of rejection in
response to appellant’s brief.” This section provides an
alternative to MPEP § 1207.03, which allows examiners
to include new grounds of rejection in their answers to an
applicant’s appeal brief. To avoid abandonment of an
application following a reopening of prosecution, the
applicant must file a reply to the office action reopening
prosecution or initiate a new appeal to the PTAB by filing
a new notice of appeal. MPEP § 1207.04.

Mr. Hyatt’s petition raised three arguments in sup-
port of repealing MPEP § 1207.04. He argued that MPEP
§ 1207.04 (1) conflicts with 35 U.S.C. § 6(b)(1)’s creation of
a right for applicants to appeal rejections; (2) conflicts
with 37 C.F.R. § 41.39’s implicit disallowance of prosecu-
tion reopening after an applicant’s filing of an appeal
brief; and (3) was improperly adopted without notice-and-
comment rulemaking. In September 2014, the PTO
denied Mr. Hyatt’s petition. He subsequently requested
reconsideration of that denial, which the PTO denied in
December 2015.

In June 2016, Mr. Hyatt filed this suit challenging the
denial of his petition for rulemaking in Nevada district
court under the Administrative Procedure Act. See 5
U.S.C. §§701-706. Mr. Hyatt’s complaint primarily
alleges, for the same reasons raised in his petition for
rulemaking, that the PTO’s adoption of MPEP § 1207.04
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was arbitrary and capricious, in excess of statutory au-
thority, and without observance of procedure required by
law. Accordingly, he alleges that the PTO’s denial of his
request to rescind MPEP § 1207.04 was similarly arbi-
trary and capricious, an abuse of discretion, or otherwise
not in accordance with law.

The district court granted summary judgment to the
PTO and dismissed all of Mr. Hyatt’s claims, determining
that it lacked subject matter jurisdiction over them. In
choosing to dismiss the case rather than transfer it to a
court with the requisite jurisdiction, the district court
reasoned that Mr. Hyatt’s challenges to MPEP § 1207.04
were “likely precluded” because he could have raised the
same arguments in his prior unreasonable delay suit.
J.A. 4. Mr. Hyatt now appeals. We have jurisdiction
under 28 U.S.C. § 1295(a)(1).

II

We review a district court’s grant of summary judg-
ment according to the law of the regional circuit. Teva
Pharm. Indus. Ltd. v. AstraZeneca Pharm. LP, 661 F.3d
1378, 1381 (Fed. Cir. 2011) (quoting Lexion Med., LLC v.
Northgate Techs., Inc., 641 F.3d 1352, 1358 (Fed. Cir.
2011)). The Ninth Circuit reviews such grants de novo.
Universal Health Servs., Inc. v. Thompson, 363 F.3d 1013,
1019 (9th Cir. 2004). Following the Ninth Circuit, “[w]e
must determine, viewing the evidence in the light most
favorable to the nonmoving party, whether there are any
genuine issues of material fact and whether the district
court correctly applied the relevant substantive law.” Id.
(quoting EEOC v. Luce, Forward, Hamilton & Scripps,
345 F.3d 742, 746 (9th Cir. 2003)).

“The district court’s conclusion that it lacks subject
matter jurisdiction is subject to de novo review.” Ip v.
United States, 205 F.3d 1168, 1170 (9th Cir. 2000) (quot-
ing Central Green Co. v. United States, 177 F.3d 834, 835
(9th Cir. 1999)). When an issue of claim preclusion is
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“particular to patent law,” we analyze it under our own
law. Acumed LLC v. Stryker Corp., 525 F.3d 1319, 1323
(Fed. Cir. 2008) (quoting Hallco Mfg. Co. v. Foster, 256
F.3d 1290, 1294 (Fed. Cir. 2001)). We review de novo
whether claim preclusion bars a plaintiff’s claim. Faust v.
United States, 101 F.3d 675, 677 (Fed. Cir. 1996). Wheth-
er a claim is barred by a statute of limitations is also a
legal question subject to de novo review. Newby v. Enron
Corp., 542 F.3d 463, 468 (Fed. Cir. 2008). An agency’s
denial of a petition for rulemaking is reviewed for wheth-
er it is arbitrary and capricious. Preminger v. Secy of
Veterans Affairs, 632 F.3d 1345, 1353 (Fed. Cir. 2011).

A

As an initial matter, the district court had subject
matter jurisdiction over Mr. Hyatt’s challenge to the
PTO’s denial of his petition for rulemaking. Under 28
U.S.C. § 1331, district courts have “original jurisdiction of
all civil actions arising under the Constitution, laws, or
treaties of the United States.” The APA is a federal
statute that provides a cause of action for persons “suffer-
ing legal wrong because of agency action.” 5 U.S.C. § 702.
Subject to some exceptions inapplicable in this case, APA
challenges to federal agency actions usually fall within
the district courts’ § 1331 jurisdiction. See Califano v.
Sanders, 430 U.S. 99, 105-07 (1977). In addition, if a
plaintiff’s APA challenge raises a substantial question of
patent law, district courts have jurisdiction under 28
U.S.C. § 1338(a). Helfgott & Karas, P.C. v. Dickinson, 209
F.3d 1328, 1334 (Fed. Cir. 2000). Here, Mr. Hyatt chal-
lenges the validity of a PTO rule, in part on the basis that
it conflicts with statutes and regulations governing the
patent application process. We have held that “the ques-
tion of whether the [PTO] has violated the APA in apply-
ing . . . its own regulations . . . raises a substantial
question under the patent laws sufficient to vest jurisdic-
tion with the district court based in part upon 28 U.S.C.
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§ 1338(a).” Id. Thus, the district court had original
jurisdiction over Mr. Hyatt’s case.

Although Congress has granted this court and the
Eastern Virginia district court exclusive jurisdiction to
review final PTAB application decisions, this grant does
not displace the district court’s jurisdiction in this case.
Under 35 U.S.C. § 141(a), if the PTAB affirms an examin-
er’s final rejection, the applicant may appeal the PTAB’s
final decision to this court. Under 35 U.S.C. § 145, an
applicant may alternatively challenge the PTAB’s deci-
sion by instituting a civil action against the PTO Director
in the Eastern Virginia district court. But here,
Mr. Hyatt’s petition for rulemaking was not an appeal
from an examiner’s rejection of his applications. Related-
ly, the PTO Director’s denial of Mr. Hyatt’s petition is not
a PTAB decision. Thus, Mr. Hyatt’s challenge to the
denial of his petition falls outside the exclusive zone of
jurisdiction created by § 141 and § 145.

The district court reasoned that, even though the de-
nial of Mr. Hyatt’s petition for rulemaking was not itself a
final PTAB decision within the scope of § 141 and § 145, it
lacked jurisdiction because an order invalidating MPEP
§ 1207.04 would indirectly affect our jurisdiction over
appeals from final PTAB decisions. This reasoning re-
flected the district court’s interpretation of Telecommuni-
cations Research & Action Center v. FCC, 750 F.2d 70
(D.C. Cir. 1984) (“TRAC”), a case in which the D.C. Cir-
cuit noted a “well settled” rule that “where a statute
commits review of agency action to the Court of Appeals,
any suit seeking relief that might affect the Circuit
Court’s future jurisdiction is subject to the exclusive
review of the Court of Appeals.” Id. at 76, 78-79.

The district court, however, read the TRAC rule too
broadly. The rule applies to cases concerning interlocuto-
ry challenges to agency proceedings that will culminate in
final agency actions exclusively reviewable by certain
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courts. In those cases, the court with jurisdiction over the
final agency action also has exclusive jurisdiction over the
interlocutory challenges in order to “protect its future
jurisdiction.” In re Nat. Res. Def. Council, 645 F.3d 400,
405 (D.C. Cir. 2011). For example, in TRAC, public
interest groups petitioned the D.C. Circuit for a writ of
mandamus to compel the Federal Communications Com-
mission to resolve several matters pending before the
agency. 750 F.2d at 72. The court determined that
district courts would lack jurisdiction over this type of
unreasonable delay challenge because the final agency
action that the petitioners sought to compel would be
exclusively reviewable in the courts of appeals. Id. at 75,
77. Similarly, in Public Utility Commissioner of Oregon v.
Bonneville Power Administrator, 767 F.2d 622 (9th Cir.
1985), utility companies sued the Bonneville Power Ad-
ministration in district court to challenge the constitu-
tionality of the agency’s process for adjusting the way in
which 1t calculated certain electricity prices. Id. at 624—
25. The court determined that, because the agency’s final
decision on rate calculations would be exclusively review-
able in the court of appeals, an interlocutory challenge to
the process of making that decision could not be brought
in the district courts. Id. at 625—26.

In contrast to the agency actions challenged in those
cases, the PTO’s denial of Mr. Hyatt’s petition was not an
intermediate action taken in the course of proceedings
that would culminate in a final agency action exclusively
reviewable by this court and the Eastern Virginia district
court. The process for petitioning the PTO for rulemaking
1s completely separate from the patent application exami-
nation process that culminates in final PTAB decisions.
Thus, we do not need to exercise exclusive jurisdiction
over denials of petitions for rulemaking in order to protect
our future jurisdiction. If another court granted Mr.
Hyatt’s requested relief and prohibited PTO examiners
from reopening prosecution of applications after an appeal
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brief has been filed, the prosecution process would
change, but our ability to review final PTAB decisions
would remain unaffected.

Accordingly, the exclusive jurisdiction of this court
and the Eastern Virginia district court to review final
PTAB decisions under § 141 and § 145 does not displace
the district court’s jurisdiction over APA challenges to the
PTO’s denial of a petition for rulemaking.

B

The PTO argues that the judgment in Mr. Hyatt’s pri-
or unreasonable delay case bars his present claims under
the doctrine of claim preclusion. In his prior suit,
Mr. Hyatt challenged the PTO’s reopening of prosecution
for 80 of his pending applications. Hyatt, 146 F. Supp. 3d
at 773. He alleged that the prosecution reopenings
formed part of a pattern of unreasonable delay by the
PTO that included i1ssuing repeated examination suspen-
sions and raising new grounds of rejection. Id. at 773,
780. He sought a declaration that the PTO had “unrea-
sonably delayed final agency action on the 80 patent
applications in issue” and injunctive relief “barring the
PTO from reopening prosecution on the PTO’s own initia-
tive once plaintiff files . . . an appeal brief.” Id. at 780.
The Eastern Virginia district court granted summary
judgment for the PTO on the grounds that Mr. Hyatt
lacked a remedy because the PTO had recommenced
examination of his applications. Id. at 787. Mr. Hyatt
does not dispute that he could have argued in his prior
suit that MPEP § 1207.04 is invalid.

For general principles of claim preclusion, we apply
the law of the regional circuit. But, for claim preclusion
1ssues “particular to patent law,” as is the case here which
requires an analysis of issues related to the prosecution
and examination of patents, we apply our own law.
Acumed LLC, 525 F.3d at 1323. Claim preclusion ap-
plies when “(1) there is identity of parties (or their priv-
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1es); (2) there has been an earlier final judgment on the
merits of a claim; and (3) the second claim is based on the
same set of transactional facts as the first.” Jet, Inc. v.
Sewage Aeration Sys., 223 F.3d 1360, 1362 (Fed. Cir.
2000). Both parties agree that the prior unreasonable
delay case involved identical parties and reached a final
judgment on the merits. They only dispute whether the
prior case involved the same set of transactional facts.

To determine whether there is an identity of claims,
this court is guided by the Restatement (Second) of Judg-
ments. Foster v. Hallco Mfg. Co., 947 F.2d 469, 478 (Fed.
Cir. 1991). Under the Restatement approach, what
constitutes the same transaction of facts is “to be deter-
mined pragmatically,” considering “whether the facts are
related in time, space, origin, or motivation, whether they
form a convenient trial unit, and whether their treatment
as a unit conforms to the parties’ expectations or business
understanding or usage.” Restatement (Second) of Judg-
ments, § 24 (Am. Law Inst. 1982).

Consideration of these factors makes clear that
Mr. Hyatt’s claims in this case do not share an identity
with his unreasonable delay claims. First, the two sets of
claims relate to different sets of facts. Mr. Hyatt’s unrea-
sonable delay claims arose from the PTO’s reopening of
prosecution for 80 of his applications in 2013. In contrast,
his present claims arose from the PTO’s denial of his
petition for rulemaking in December 2015. This petition-
ing process is completely independent of the PTO’s appli-
cation examination process. In addition, the two sets of
claims could not have been conveniently tried together.
Mr. Hyatt’s petition for rulemaking was not denied until
December 2015, more than two years after the reopenings
of his applications and a month after the final decision in
his unreasonable delay case. Thus, even though
Mr. Hyatt could have raised the same arguments concern-
ing MPEP § 1207.04’s validity in his prior suit, his pre-
sent claims arise from a different set of facts unrelated in
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time, origin, or motivation to his prior unreasonable delay
claims.  Accordingly, claim preclusion does not bar his
present claims.

The PTO’s argument that the two sets of claims arise
from the same set of transactional facts relies on a mis-
understanding of Mr. Hyatt’s claims. The PTO frames
Mr. Hyatt’s suit as a collateral attack on the agency’s
reopening prosecution for the 80 applications at issue in
his unreasonable delay case. But Mr. Hyatt’s present suit
does not seek any relief related to those 80 applications.
His claims challenge the PTO’s denial of his petition for
rulemaking and his complaint only seeks forward-looking
relief such as “[a] declaration that MPEP § 1207.04 is
unlawful,” “[a] declaration that the PTO . . . unlawfully
denied the Director Petition,” and “[aJn order enjoining
the PTO . . . from enforcing MPEP § 1207.04.” J.A. 23-24.
The requested relief makes clear that Mr. Hyatt is not
collaterally attacking the PTO’s prior prosecution reopen-
ings.!

C

The PTO next argues that Mr. Hyatt’s claims are
time-barred. In the absence of a specific statutory limita-
tions period, actions for judicial review against the United
States under the APA are subject to the statute of limita-

1 Although claim preclusion does not bar Mr. Hy-
att’s challenge to MPEP § 1207.04 in this challenge to the
PTO’s denial of his petition for rulemaking, he does not
have free reign to raise similar challenges in any future
proceeding. Because Mr. Hyatt undoubtedly could have
challenged the validity of MPEP § 1207.04 in his unrea-
sonable delay suit, claim preclusion would bar him from
doing so in any future case arising from the PTO’s reopen-
ing of prosecution for the 80 applications at issue in his
prior case.
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tions in 28 U.S.C. § 2401(a). See Schwalier v. Hagel, 776
F.3d 832, 835 (Fed. Cir. 2015); Preminger v. Sec’y of
Veterans Affairs, 517 F.3d 1299, 1307 (Fed. Cir. 2008).
Section 2401(a) provides that “every civil action com-
menced against the United States shall be barred unless
the complaint is filed within six years after the right of
action first accrues.”

A procedural challenge to an agency rulemaking un-
der the APA accrues at the time of final agency action.
Preminger, 517 F.3d at 1307. The promulgation of a
regulation is a final agency action. Id. Although the
1ssue has not been directly addressed by this court, other
circuits apply a separate standard to accrual for substan-
tive challenges to agency rulemaking. See Wind River
Min. Corp. v. United States, 946 F.2d 710, 714-15 (9th
Cir. 2001); see also Pub. Citizen v. Nuclear Regulatory
Comm'n, 901 F.2d 147, 152 (D.C. Cir. 1990). A substan-
tive challenge alleges that the agency acted in excess of
1ts constitutional or statutory authority. Wind River Min.
Corp., 946 F.2d at 715. For substantive challenges, the
right of action accrues either when the agency makes its
initial decision or at the time of an adverse application of
the decision against the plaintiff, whichever comes later.
Id. An agency’s denial of a plaintiff’'s petition for rule-
making qualifies as an adverse application of the existing
rule against the plaintiff. Nw. Envtl. Advocates v. EPA,
537 F.3d 1006, 1019 (9th Cir. 2008). We see no reason to
depart from this precedent regarding the accrual date for
a substantive challenge.

Here, Mr. Hyatt’s challenge to the PTO’s denial of his
petition for rulemaking is based on three challenges to
MPEP § 1207.04, two of which are time-barred. First,
Mr. Hyatt argues that the PTO promulgated MPEP
§ 1207.04 without providing public notice and an oppor-
tunity to comment. Because this challenge alleges a
procedural irregularity in the PTO’s adoption of the rule,
this right of action accrued at the time the agency made
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its initial decision to adopt MPEP § 1207.04. The PTO
added MPEP § 1207.04 to the MPEP in 2005. See MPEP
§ 1207.04 (8th ed. , rev. 3, Aug. 2005). Mr. Hyatt filed his
complaint in 2016. Thus, his notice-and-comment claim
was filed outside of the six-year statute of limitations
period and is time-barred.

Mr. Hyatt argues that, although the PTO added
MPEP § 1207.04 to the MPEP in 2005, the PTO’s subse-
quent amendments to MPEP § 1207.04 in 2014 restarted
the statute of limitations. This court has not addressed
the impact of rule amendments on the statute of limita-
tions for procedural challenges to a rule. Mr. Hyatt urges
the adoption of the D.C. Circuit’s rule that treats an
amendment that “substantively alter[s]” the rule in a way
that “alter[s] the rights and obligations” of regulated
persons as restarting the statute of limitations. Mendoza
v. Perez, 754 F.3d 1002, 1019-20 (D.C. Cir. 2014).

Even under the D.C. Circuit’s rule, however, the stat-
ute of limitations would not be reset by the PTO’s 2014
amendment to § 1207.04 because the amendment did not
substantively alter the rule. In Mendoza, the D.C. Circuit
determined that the Department of Labor substantively
altered the foreign worker visa process by altering sub-
stantive rights (e.g., minimum wage rates for sheep
herders) as well as procedural rules governing the visa
application process. Id. at 1019-20. Here, the PTO added
language to MPEP § 1207.04 providing that a new ground
of rejection raised by the examiner to reopen prosecution
could “include[] both a new ground that would not be
proper in the examiner’s answer as described in MPEP
§ 1207.03, subsection II and a new ground that would be
proper.” Compare MPEP § 1207.04 (8th ed., rev. 9, Aug.
2012), with MPEP § 1207.04 (9th ed., rev. 1, Mar. 2014).
These changes clarified the meaning of a term that al-
ready appeared in the original rule. They did not alter
the procedures by which an examiner reopened prosecu-
tion or alter the substantive rights of the applicant. Thus,
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the PTO’s amendments to MPEP § 1207.04 did not restart
the statute of limitations for Mr. Hyatt’s procedural
challenges.

Mr. Hyatt also argues that the PTO’s reconsideration
of the issue of reopening prosecution in 2011 and 2013
restarted the statute of limitations. When “an agency’s
actions show that it has not merely republished an exist-
ing rule . . ., but has reconsidered the rule and decided to
keep it in effect,” the agency’s “renewed adherence” to the
rule 1s “substantively reviewable” even if a challenge to
the agency’s original adoption of the rule would be time-
barred. See Pub. Citizen, 901 F.2d at 150 (quoting Ass’n
of Am. R.Rs. v. ICC, 846 F.2d 1465, 1473 (D.C. Cir. 1988)).
Here, the PTO’s actions do not show any reconsideration
of the practices codified in MPEP § 1207.04. In 2011, the
PTO declined to alter the level of supervisory approval
necessary for an examiner to reopen prosecution. Rules of
Practice Before the Board of Patent Appeals and Interfer-
ences in Ex Parte Appeals, 76 Fed. Reg. 72,287 (Nov. 22,
2011). In 2013, the PTO adjusted its appeal fee struc-
tures to limit fees when an examiner reopens prosecution
after an appeal brief has been filed. Setting and Adjust-
ing Patent Fees, 78 Fed. Reg. 4,230-31 (Jan. 18, 2013).
While these issues tangentially relate to prosecution
reopening, the PTO’s discussion of them does not suggest
that it reconsidered whether examiners should be able to
reopen prosecution of an application after an applicant
files an appeal brief before the PTAB. Accordingly, the
PTO’s 2011 and 2013 discussions of related issues did not
restart the statute of limitations for Mr. Hyatt’s challeng-
es to MPEP § 1207.04.

Mr. Hyatt’s argument that MPEP § 1207.04 conflicts
with 37 C.F.R. § 41.39 is also time-barred. This challenge
is not “substantive” because an agency can violate its own
regulations while remaining within its statutory and
constitutional authority. Nor is the challenge “procedur-
al” because an argument that two rules substantively
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conflict does not challenge how the agency adopted the
rules. Thus, for the purpose of determining when a right
of action accrues under § 2401(a), we view a claim that an
agency’s action conflicts with a preexisting regulation as a
policy-based challenge. Because the right of action for a
policy-based challenge to an agency action accrues at the
same time as the right of action for a procedural chal-
lenge, see Wind River Min. Corp., 946 F.2d at 715, the
latest that this right of action could have accrued was also
2005, outside the six-year statute of limitations period.
Thus, Mr. Hyatt’s claim that MPEP § 1207.04 conflicts
with 37 C.F.R. § 41.39 is also time-barred.

Mr. Hyatt’s argument that MPEP § 1207.04 violates
35 U.S.C. § 6(b)(1), however, is timely. This claim con-
cerns the statutory authority of the PTO to adopt MPEP
§ 1207.04, which makes it a substantive challenge. The
PTO denied Mr. Hyatt’s petition for rulemaking in 2015,
which qualifies as an adverse application of MPEP
§ 1207.04 against him. See Nw. Enuvtl. Advocates, 537
F.3d at 1019. As a result, his right of action accrued in
2015, well within the limitations period.

D

Because his other claims are time-barred, we only
consider the merits of Mr. Hyatt’s claim that the PTO
unlawfully denied his petition for rulemaking because
MPEP § 1207.04 violates 35 U.S.C. § 6(b)(1). Section
6(b)(1) requires that the PTAB “shall — (1) on written
appeal of an applicant, review adverse decisions of exam-
iners upon applications for patents pursuant to section
134(a).” Under 35 U.S.C. § 134(a), “[a]n applicant for a
patent, any of whose claims has been twice rejected, may
appeal from the decision of the primary examiner to the
Patent Trial and Appeal Board, having once paid the fee
for such appeal.” Mr. Hyatt argues that an examiner’s
ability to reopen prosecution after an appeal brief has
been filed deprives applicants of their right to maintain
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an appeal under § 6(b)(1). He contends that the statute’s
use of the term “shall” unambiguously requires the Board
to hear an appeal if an applicant files an appeal brief after
his claims have been twice rejected. He also contends
that the term “appeal” precludes PTO examiners from
unilaterally preventing review of their rejections.

“Statutory interpretation begins with the language of
the statute.” Norfolk Dredging Co. v. United States, 375
F.3d 1106, 1110 (Fed. Cir. 2004). “A court derives the
plain meaning of the statute from its text and structure.”
Id. When the language of the statute is clear and unam-
biguous, the plain meaning of the statute is conclusive
absent special circumstances. Id.

Here, the plain meaning of § 6(b)(1)’s text refutes
Mr. Hyatt’s arguments. Section 6(b) outlines the PTAB’s
duties. The statute’s mandatory language indicates that
the PTAB does not have discretion over whether to review
an examiner’s rejection of an application. But the text
does not require the PTAB to reach the merits of every
appeal that is filed. Section 134(a) explicitly conditions
an applicant’s ability to appeal on the payment of a fee.
Mr. Hyatt does not question the PTO’s authority to im-
pose procedural conditions that must be satisfied prior to
PTAB review, such as time limits and content restrictions
for the filing of an appeal brief. See 37 C.F.R. § 41.37.
Failure to comply with these procedural requirements can
result in dismissal of an appeal even after the applicant
has filed the written notice of appeal contemplated by
§ 6(b)(1). 37 C.F.R. § 41.37(c). Under current examina-
tion rules, an examiner’s decision not to reopen prosecu-
tion is another condition that must be satisfied before an
appeal reaches the Board. These conditions on the PTAB
reaching the merits of an appeal do not conflict with
§ 6(b)(1)’s requirement that the PTAB review rejections.

The inclusion of the term “appeal” in § 6(b)(1) does not
alter this analysis. Mr. Hyatt asserts that “appeal” is a
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term of art that connotes an adverse party, here the PTO
examiner, cannot unilaterally prevent review. He cites
Black’s Law Dictionary, which defines “appeal” as “[a]
proceeding undertaken to have a decision reconsidered by
a higher authority; esp., the submission of a lower court’s
or agency’s decision to a higher court for review and
possible reversal.” Black’s Law Dictionary (10th ed.
2014). Even assuming Congress intended to adopt this
definition for § 6(b)(1), it does not support Mr. Hyatt’s
inference. The PTO’s rules allow applicants to seek
review of examiners final rejections before a higher
authority, the PTAB. Nothing in this definition of appeal
suggests the PTO cannot impose conditions on the PTAB’s
ability to reach the merits of an appeal or delay the ap-
peal. Allowing examiners to reopen prosecution does not
deprive applicants of their right to appeal final examiner
rejections because reopening prosecution cannot circum-
vent PTAB review. Once the examiner adds a new
ground of rejection, the applicant may immediately ap-
peal it along with the old grounds. MPEP § 1207.04.

Mr. Hyatt expresses concern that examiners could use
repeated prosecution reopenings to prevent the PTAB
from ever reviewing application rejections. But the
prospect that prosecution reopenings after the filing of an
appeal brief might be used abusively cannot override the
plain meaning of § 6(b)(1). Moreover, as Mr. Hyatt
knows, the APA offers a remedy for such situations by
enabling reviewing courts to compel agency actions un-
lawfully withheld or unreasonably delayed without ade-
quate reason or justification. 5 U.S.C. §§ 702, 706(1). Mr.
Hyatt’s prior petition for a writ of mandamus on the basis
of unreasonable delay failed because the PTO had already
recommenced its examination of his applications by the
time the district court reached the case’s merits. Hyatt,
146 F. Supp. 3d at 785-86. There 1s no evidence in the
record that, in the wake of that decision, PTO examiners
have repeatedly reopened prosecution of Mr. Hyatt’s
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applications for the purpose of further delaying PTAB
review.

III

Mr. Hyatt’s petition for rulemaking relied on two
time-barred challenges to MPEP § 1207.04 and an errone-
ous interpretation of § 6(b)(1). The PTO’s denial of this
petition was not arbitrary and capricious. Therefore, we
affirm the district court’s grant of the PTO’s motion for
summary judgment. Because the district court had
jurisdiction over Mr. Hyatt’s claims, however, we reverse
the district court’s dismissal of Mr. Hyatt’s action for lack
of subject matter jurisdiction and remand for the court to
enter judgment in favor of the PTO consistent with this
opinion.

AFFIRMED-IN-PART AND REVERSED-IN-PART
CosTs

No costs.

Addendum-18



Case: 17-1722  Document: 36 Page: 38 Filed: 11/07/2018

Certificate of Service

I certify that on November 7, 2018, I caused the foregoing Petition to be
filed with the Court electronically using the CM/ECF system, which will send

a notification to all counsel of record.

/s/ Andrew M. Grossman
Andrew M. Grossman




Case: 17-1722  Document: 36 Page: 39 Filed: 11/07/2018

Certificate of Compliance

I certify that this brief complies with the type-volume limitation of Fed.

R. App. P. 35(b)(2) and 40(b) because it contains 3,125 words.

Dated: November 7, 2018 /s/ Andrew M. Grossman
Andrew M. Grossman




